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EGYPTIAN GODDESS, INC. V. SWISA, INC.
543 F.3D 665 (FED. CIR. 2008)
I. INTRODUCTION
In Egyptian Goddess, Inc. v. Swisa, Inc., Egyptian Goddess, Inc.
("EGI") filed suit in United States District Court for the Northern
District of Texas, alleging that Swisa, Inc., and Dror Swisa
(collectively, "Swisa") infringed EGI's patent that claimed a
design for a nail buffer.' In granting Swisa's summary judgment
motion, the district court concluded that Swisa did not infringe
EGI's design patent because Swisa's accused product "did not
incorporate the 'point of novelty"' of EGI's patent.2 On EGI's
appeal before a panel of the Federal Circuit, the appellate panel
affirmed the decision of the district court, confirming the "point of
novelty" test in design patent infringement.3
The Federal Circuit granted rehearing en banc to address the
appropriate legal standard for assessing claims of design patent
infringement.4 The Federal Circuit unanimously held that the
"ordinary observer" test was the sole test for determining design
patent infringement and rejected the "point of novelty" test of the
district court.' Under the "ordinary observer" test, and without
using the disapproved "point of novelty" test, the en banc Federal
Circuit affirmed the district court's grant of summary judgment in
favor of Swisa, on the basis of no infringement.6
1. Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665, 668 (Fed. Cir. 2008)
(en banc), reh 'g en banc denied 2008 U.S. App. LEXIS 25269 (Nov. 4, 2008).
2. Id. at 669. EGI's design was registered as U.S. Design Patent No.
467,389.
3. Id.
4. Id. at 670.
5. Id. at 678.
6. Id. at 683.
1
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II. BACKGROUND
EGI was an owner of a patent which claimed a design for a nail
buffer.7 The nail buffer consisted of a rectangular, hollow tube of
generally square cross-section and featured buffer surfaces on
three of its four sides The fourth side did not have a buffer
surface.9
EGI sued Swisa in federal district court of Texas alleging
infringement by Swisa's product on its nail buffer design patent.'"
Swisa's accused product also consisted of a rectangular,- hollow
tube with a square cross-section, but it featured buffer surfaces on
all four of its sides." Swisa then moved for summary judgment
raising non-infringement. 2
The district court required that to succeed in a design patent
infringement case, EGI had to prove both "(1) that the accused
device is 'substantially similar' to the claimed design under what
is referred to as the 'ordinary observer' test, and (2) that the
accused device contains 'substantially the same points of novelty
that distinguished the patented design from the prior art.""' 3 The
district court identified the "point of novelty" in the EGI design as
"a fourth, bare side to the buffer." 4  After comparing the EGI
design and Swisa's product, the court determined that the second
prong of the requirement was not met.'5 Therefore, the district
court concluded that the Swisa product did not infringe on EGI's
design patent.' 6
7. Egyptian Goddess, 543 F.3d at 668. The nail buffer is a device that
polishes or buffs the surface of a person's fingernail, e.g., in the course of a
manicure. Egyptian Goddess, Inc. v. Swisa, Inc., No. 3:03-CV-0594-N, 2005
U.S. Dist. LEXIS 32931, at *2 n.l (N.D. Tex. Dec. 14, 2005).
8. Egyptian Goddess, 543 F.3d at 668.
9. Id. at 669.
10. Id. at 668.
11. Id.
12. Id.
13. Id. (citing Goodyear Tire & Rubber Co. v. Hercules Tire & Rubber Co.,
162 F.3d 1113 (Fed. Cir. 1998)). The "point of novelty" test was the second
prong of the requirement. Id.
14. Egyptian Goddess, 543 F.3d at 668..
15. Id.
16. Id. at 669.
[Vol. XIX: 173
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EGI appealed the order from the district court granting summary
judgment in favor of Swisa. 7 A panel of the Federal Circuit
agreed with the district court.'8 In reaching that conclusion, the
panel stated that "either a single novel design element or a
combination of elements that are individually known in the prior
art" could determine the point of novelty in a design patent. 9
Further, the panel added that to constitute a point of novelty for a
combination of individually known design elements, the
"combination must be a non-trivial advance over the prior art."2
The Federal Circuit granted rehearing en banc.2' In its order for
en banc review, the court asked EGI and Swisa to brief, among
other questions, whether the "point of novelty" was a suitable test
for design patent infringement. 2 Essentially, the issue in the en
banc review involved addressing the appropriate legal standard in
assessing claims of design patent infringement.23
17. Id.
18. Id.
19. Id. (quoting Egyptian Goddess, Inc. v. Swisa, Inc., 498 F.3d 1354, 1357
(Fed. Cir. 2007)).
20. Egyptian Goddess, 543 F.3d at 669. (quoting Egyptian Goddess, Inc. v.
Swisa, Inc., 498 F.3d 1354, 1357 (Fed. Cir. 2007)). The Federal Circuit noted
the dissenting Judge Dyk's complaint that the majority opinion of the panel
ignored the patent's presumption of nonobviousness by requiring a plaintiff like
EGI to show a non-trivial advance over the prior art. Id. at 669-70 (citing
Egyptian Goddess, 498 F.3d at 1359-60 (Dyk, J., dissenting)).
21. Id. at670.
22. Id. The other questions involved addressing:
whether the court should adopt the "non-trivial
advance test" as a means of determining whether a
particular design feature qualifies as a point of
novelty; how the point of novelty test should be
administered, particularly when numerous features of
the design differ from certain prior art designs; and
whether district courts should perform formal claim
construction in design patent cases.
Id.
23. Id.
3
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III. LEGAL ANALYSIS
A. "Point of Novelty" Test Rejected
The Federal Circuit began its analysis by discussing a 1871
Supreme Court case, Gorham v. White.24 Reciting the language of
Gorham for determining "identity of design,"25 the Federal Circuit
affirmed that Gorham's "ordinary observer" test was the proper
standard in determining design patent infringement.26 The Federal
Circuit then reviewed the appropriateness of the "point of novelty"
test. 27 In particular, the court considered the belief by the lower
courts and this Circuit that the "point of novelty" test, in addition
to satisfying the "ordinary observer" test, was required to establish
a design patent infringement.28
The Federal Circuit found that a series of cases applying the
24. Gorham Co. v. White, 81 U.S. 511 (1871).
25. Egyptian Goddess, 543 F.3d at 670. According to the Federal Circuit:
[T]he test of identity of design 'must be sameness of
appearance, and mere difference of line in the
drawing or sketch . . . or slight variances in
configuration .. .will not destroy the substantial
identity.' Identity of appearance, the Court
explained, or 'sameness of effect upon the eye, is the
main test of substantial identity of design'; the two
need not be the same 'to the eye of an expert,'
because if that were the test, '[t]here never could be
piracy of a patented design, for human ingenuity has
never yet produced a design, in all its details, exactly
like another, so like, that an expert could not
distinguish them.'
Id. (quoting Gorham Co., 81 U.S. at 526-27).
26. The Gorham Court defined the "ordinary observer" test as follows:
[I]f, in the eye of an ordinary observer, giving such
attention as a purchaser usually gives, two designs
are substantially the same, if the resemblance is such
as to deceive such an observer, inducing him to
purchase one supposing it to be the other, the first
one patented is infringed by the other.
Egyptian Goddess, 543 F.3d at 670 (quoting Gorham Co., 81 U.S. at 528).
27. Id.
28. Id.
[Vol. XIX: 173176
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"point of novelty" test traced their origins to Litton Systems, Inc. v.
Whirlpool Corp.29 The court recognized that Litton Systems had
widely been interpreted as creating a second test for design patent
infringement.3 o The court then acknowledged that it had not been
"until much more recently" that courts found that failure to apply
the "point of novelty" test as a second, independent criterion was
"legal error."31
The Federal Circuit noted that "[r]egardless of the differences in
the way it ha[d] been characterized," the point of novelty had been
"reasonably easy to apply in simple cases" involving a single prior
art.32 The court also pointed out that the "point of novelty" test
had proved "more difficult to apply" where the claimed design had
numerous features as possible points of novelty, or where there
were multiple prior art references and the claimed design
combined features found in one or more of such references.33 The
Federal Circuit then reviewed the "point of novelty test in design
patent law generally."34
1. Arguments for and Against "Point of Novelty" Test
EGI argued that the Federal Circuit should abolish the "point of
novelty" test, and that the "ordinary observer" test should be the
sole test in determining design patent infringement.35 The Federal
Circuit also took notice of several of the amici essentially making
the same argument as EGI.36
Swisa contended that the court "should not abandon" the "point
of novelty" test, arguing that the Supreme Court adopted the "point
of novelty" test in Smith v. Whitman Saddle Co. 7  Swisa
29. Id. (citing Litton Systems, Inc. v. Whirlpool Corp., 728 F.2d 1423 (Fed.
Cir. 1984)).
30. Id. at 671.
31. Id.
32. Egyptian Goddess, 543 F.3d at 671.
33. Id.
34. Id.
35. Id.
36. Id. at 672. In particular, the amici argued that the proper approach is "a
three-way visual comparison between the patented design, the accused design,
and the closest prior art." Id.
37. Id. (citing Smith v. Whitman Saddle Co., 148 U.S. 674 (1893)).
177
5
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interpreted Whitman Saddle as requiring the use of the point of
novelty test "as a second and distinct test" in design patent
infringement analysis and separate from the "ordinary observer"
test set forth in Gorham.8 Furthermore, Swisa and its supporting
amid argued that the "point of novelty" test served the function of
ensuring that a design that merely embodied or was substantially
analogous to prior arts would not be found infringing, thereby
properly restricting overly broad assertions of design patent
scope. "
2. EGI's Argument Prevailed
The Federal Circuit essentially agreed with EGI and several of
the amici that the "ordinary observer" test alone could accomplish
the purposes for which the "point of novelty" test was designed
without the unnecessary risk of confusion.4"
In return, the Federal Circuit disagreed with Swisa's contention
that the "point of novelty" test was required by the Supreme Court
ruling in Whitman Saddle.4 The Federal Circuit determined that a
close reading of Whitman Saddle indicated that the Court did not
adopt a separate "point of novelty" test.4" It explained that
Whitman Saddle only reversed a decision in equity that the
claimed design was patentable without sharply distinguishing its
patentability analysis from its infringement analysis.43  The
Federal Circuit held that, "viewed in light of the similarities
between the prior art and the patented design," the accused design
in Whitman Saddle lacked any features that made it "appear
distinctively similar to the patented design rather than like the
numerous prior art designs."44
According to the Federal Circuit, although Litton Systems had
been cited as requiring the "point of novelty" test as a separate test
from the "ordinary observer" test, it was more proper to read
38. Egyptian Goddess, 543 F.3d at 672.
39. Id. at 678.
40. Id. at 672.
41. Id.
42. Id.
43. Id. at 673.
44. Egyptian Goddess, 543 F.3d at 673-74.
[Vol. XIX: 173
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Litton Systems "as applying a version of the ordinary observer test
in which the ordinary observer [was] deemed to view the
differences between the patented design and the accused product in
the context of the prior art." 45
The Federal Circuit then addressed Swisa's second contention
that another purpose of the "point of novelty" test was to "cabin
unduly broad assertions of design patent scope."4 6 While rejecting
the "point of novelty" test in a design infringement context, the
Federal Circuit held that the "preferable way to achieve" that
purpose was "to do so directly, by relying on the ordinary observer
test, conducted in light of the prior art."47
The Federal Circuit did not completely dismiss the importance
of novelty in determining design patent infringement. The Federal
Circuit added that the rejection of the "point of novelty" test did
not render the differences between the claimed design and prior art
designs "irrelevant" because the differences were "an important
component" when comparing the patented design with the accused
design and the prior art. 4" For example, the Federal Circuit
explained that for cases involving "numerous similar prior art
designs," the prior art could provide the "frame of reference . . .
highlight[ing] the distinctions between the [patented] design and
the accused design as viewed by the ordinary observer."49
Accordingly, the Federal Circuit held that the comparison of the
patented design with the accused design and the prior art,
"including the examination of any novel features, must be
conducted as part of the ordinary observer test, not as part of a
separate test focusing on particular points of novelty that [were]
designated only in the course of litigation.""
Therefore, the Federal Circuit concluded that the point of
novelty test was no longer part of a design patent infringement
analysis and that the ordinary observer test was the sole test for
determining design patent infringement.5'
45. Id. at 676.
46. Id. at 678.
47. Id.
48. Id.
49. Id. at 677.
50. Egyptian Goddess, 543 F.3d at 678.
51. Id.
7
Kim: Egyptian Goddess, Inc. v. Swisa, Inc. 543 F.3D 665 (Fed. Cir. 200
Published by Via Sapientiae, 2016
DEPA UL J. ART, TECH & IP LA W
B. "Non-Trivial Advance" Test Abandoned
EGI repeatedly argued on appeal that if the ordinary observer
test were conducted by an ordinary observer familiar with the prior
art, no separate "non-trivial advance" test would be needed. 2 This
was because, according to EGI, the "attention of an ordinary
observer familiar with prior art designs [would] naturally be drawn
to the features of the [patented] and accused designs that rendered
them distinct from the prior art."53  This view was in direct
contrast with that of the panel of the Federal Circuit.54
By rejecting the "point of novelty" test, the Federal Circuit also
abandoned the "non-trivial advance" test.55 In doing so, the court
noted that the "non-trivial" test was merely a refinement of the
"point of novelty" test.56 Again, the court emphasized the ordinary
observer test was the only test in the context of determining
whether a design patent had been infringed.57
Although the court did not adopt the "non-trivial advance" test,
it noted that the earlier analysis of the panel under the "ordinary
observer" test was in an essential respect "parallel to the panel's
approach" that applied the "non-trivial advance" test. 8  The
Federal Circuit noted that the panel also "focused on viewing the
difference between the claimed and accused designs in light of the
prior art."59  The court explained that in cases involving many
examples of similar prior arts, such "differences between the
claimed and accused designs that might not be noticeable in the
abstract [could] become significant to the hypothetical ordinary
52. Id. at 672.
53. Id.
54. Id. at 669. By affirming the decision of the district court, the panel noted
that "in order for a combination of individually known design elements to
constitute a point of novelty, 'the combination must be a non-trivial advance
over the prior art."' Egyptian Goddess, Inc. v. Swisa, Inc., 498 F.3d 1354, 1357
(Fed. Cir. 2007). In turn, the panel had determined that "no reasonable juror
could conclude that EGI's asserted point of novelty constituted a non-trivial
advance over the prior art." Id. at 1358.
55. Egyptian Goddess, 543 F.3d at 678.
56. Id.
57. Id.
58. Id. at 683.
59. Id.
[Vol. XIX: 173
8
DePaul Journal of Art, Technology & Intellectual Property Law, Vol. 19, Iss. 1 [2016], Art. 7
https://via.library.depaul.edu/jatip/vol19/iss1/7
2008] EGYPTIAN GODDESS, INC., V. SWISA, INC. 181
observer who [was] conversant with the prior art."6
C. Burden of Prooffor "Ordinary Observer" Test
The Federal Court held that the burden of proof when claiming
design infringement was on the design patent holder.61 The
Federal Court emphasized that the "ordinary observer" test was
"not a test for determining validity."62 The court further held that
the accused infringer had the burden of producing the prior art, but
only if comparison to prior art was raised as part of its defense.63
The Federal Circuit explained that imposing the burden of the
production as to any comparison prior art on the accused infringer
made sense because the accused infringer would have the
"motivation to point out close prior art, and in particular to call to
the court's attention the prior art that an ordinary observer [was]
most likely to regard as highlighting the differences between the
claimed and accused design."'
In sum, the Federal Circuit distinguished the burden of
producing the prior art from the "ultimate burden" of proving
infringement.65 According to the Federal Circuit, "[r]egardless of
whether the accused infringer elect[ed] to present prior art that it
consider[ed] pertinent to the comparison between the claimed and
accused design," the design patent holder had to prove
infringement "by a preponderance of the evidence."66
D. Discretion of District Court as to Claim Construction
The Federal Circuit examined the issue of "whether [district]
courts should conduct claim construction in design patent cases."67
The court distinguished the design patent cases from those of
utility patents, finding that no particular form of claim construction
60. Id. at 678.
61. Egyptian Goddess, 543 F.3d at 678.
62. Id.
63. Id.
64. Id. at 678-79.
65. Id. at 679.
66. Id.
67. Egyptian Goddess, 543 F.3d at 679.
9
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had been required in design patents.68 Specifically, the court noted
that no past case required a detailed verbal description of the
claimed design.69 The court expressed a concern that a detailed
description would distract from the design as a whole while
recognizing that a design would be better represented by an
illustration than any description. l
The Federal Circuit held that the level of detail required was a
matter of discretion for the district court and made clear "that the
court is not obligated to issue a detailed verbal description of the
design if it does not regard verbal elaboration as necessary or
helpful. 71  The Federal Circuit, however, suggested that while a
full description of the claimed design might be unwise, it would be
helpful for the district court's construction to (1) point out features
of the claimed design as they relate to the accused design and prior
art; (2) describe the role of conventions in design patent drafting;
(3) describe the effect of representations made in the prosecution
history; and (4) distinguish features of the claimed design that are
ornamental as opposed to functional.72
E. Applying Newly-Adopted "Ordinary Observer" Test
Applying the newly-adopted test to the present case, the Federal
Circuit held that Swisa's accused design could not reasonably be
viewed as so similar to EGI's patented design "that a purchaser
familiar with the prior art would be deceived by the similarity
between the claimed and accused designs, 'inducing him to
purchase one supposing it to be the other."' 73
Discussing the facts of this case, the Federal Circuit agreed that
in general the shape of Swisa's accused nail buffer design was the
same as that of EGI's patented nail buffer design. 74 According to
the Federal Circuit, the difference between the two designs was
68. Id.
69. Id.
70. Id. (quoting Dobson v. Doman, 118 U.S. 10 (1886)).
71. Id. at 679.
72. Id. at 680.
73. Egyptian Goddess, 543 F.3d at 683 (quoting Gorham Co. v. White, 81
U.S. 511,528 (1871)).
74. Id. at 680.
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that Swisa's accused design had "buffing pads on all four sides"
while EGI's patented design had buffing pads on only three
sides.75 The Federal Circuit then acknowledged Falley and Nailco
design patents as being the "two closest prior art" nail buffer
designs in this case.76
The Federal Circuit stated that the issue of this case was to
determine "whether an ordinary observer, familiar with the prior
art Falley and Nailco designs, would be deceived into believing"
that Swisa's accused buffer design was the same as EGI's patented
buffer design.77 EGI argued that such an observer would notice a
difference between the prior art and its patented design." In
support of this argument, EGI invoked the declaration of its expert
witness, who concluded that EGI's patented design and Swisa's
accused design would "confuse an ordinary observer into
purchasing [Swisa's] accused buffer thinking it to be [EGI's]
patented buffer design."79
In return, Swisa argued that an ordinary observer would notice
the difference between EGI's patented design and its accused
design.8 To support this contention, Swisa relied on its expert
who essentially concluded that consumers would not buy Swisa's
accused product thinking they were buying EGI's patented design
buffers. 8
The Federal Circuit ultimately found that EGI failed to meet "its
burden of showing, by a preponderance of the evidence, that an
ordinary observer, taking into account the prior art, would believe
the accused design to be the same as the patented design. '"82
Affirming the district court's summary judgment of no
infringement in favor of Swisa, the Federal Circuit emphasized
75. Id.
76. Id. at 680-81. The Federal Circuit described the Falley design as having
"a solid, rectangular cross section with slightly raised buffers on all sides." Id.
The court described the Nailco design as "having a triangular shape and a
hollow cross section, and in which raised buffing pads are located on all three
sides." Id.
77. Id. at 681.
78. Id.
79. Egyptian Goddess, 543 F.3d at 681.
80. Id.
81. Id. at 681-82.
82. Id. at 682.
11
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that it did so under the newly-adopted "ordinary observer" test,
and "without using the point of novelty test" that it disapproved.83
IV. CONCLUSION
The Federal Circuit unanimously held that the "point of novelty"
test was no longer to be used as a separate test in the analysis of
design patent infringement. 4 Instead, the Federal Circuit held that
the sole and appropriate test for determining whether a design
patent was infringed was the "ordinary observer" test." However,
the rejection of the "point of novelty" test did not mean that the
differences between the claimed design and prior arts were
irrelevant.86 The Federal Circuit then abandoned the "non-trivial
advance" test, finding that this test was only a refinement of the
"point of novelty" test.87 The Federal Circuit further required that
the burden of proof as to design patent infringement lay on the
patent holder, whereas, if the accused infringer wanted to rely on a
prior art as its defense, the burden of producing that prior art
would be on the accused infringer.88 Furthermore, the Federal
Circuit rejected that courts were obligated to provide a full verbal
description of the claimed design patent by way of claim
construction, while giving the courts discretion in this regard. 89 In
conclusion, applying the newly-confirmed "ordinary observer" test
to the facts of this case, the Federal Circuit affirmed the district
court's earlier decision in granting the summary judgment of no
infringement in favor of Swisa.g
V. FUTURE IMPLICATION OF SOLE "ORDINARY OBSERVER" TEST
It is unclear how the new standard of the "ordinary observer"
test will impact the actual design patent litigation. Arguably, the
83. Id. at 683.
84. Id. at 678.
85. Egyptian Goddess, 543 F.3d at 678.
86. Id.
87. Id. at 679.
88. Id. at 678.
89. Id. at 680.
90. Id. at 683.
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decision to abandon the "point of novelty" test in analyzing design
patents potentially simplifies the burden of proof on a design
patent holder claiming infringement.9' This is not to say that
proving infringement under the new standard of the single test will
be easy for design patent holders and litigators. One commentator
has noted that because the newly-adopted "ordinary observer" test
is inherently subjective, infringement counseling on design patent
is "likely to be more challenging."92 As a result, the commentator
warns that "designers, manufacturers, and distributors of products
will likely need to exercise greater caution to avoid infringement
charges and in assessing whether an accused product infringes."93
Despite the potential difficulties, another commentator has
acknowledged that the "situation is vastly improved from the
hardships imposed by the point of novelty test."94 The practical
effect is not likely to be seen immediately.95
-Steve Kim
91. ARNOLD & PORTER LLP, FEDERAL CIRCUIT ELIMINATES "POINT OF
NOVELTY" TEST FOR DESIGN PATENT INFRINGEMENT 1 (2008), available at
http://www.amoldporter.com/resources/documents/CAFederalCircuitEliminate
s_092908.pdf
92. Id.
93. Id.
94. Patently-O, http://www.patentlyo.com (Sept. 22, 2008, 15:08 EST).
95. In 2008, the ruling of the Federal Circuit influenced only two cases. See
Ledalite Architectural Prods. v. Point Focal, L.L.C., 2008 U.S. Dist. LEXIS
92842 (W.D. Wis. Nov. 13, 2008); Arc'Teryx Equip., Inc. v. Westcomb
Outerwear, Inc., 2008 U.S. Dist. LEXIS 90228 (D. Utah Nov. 3, 2008)
(applying the "ordinary observer" test of the Federal Circuit in granting
summary judgment in favor of the accused infringer).
13
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